United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 13-1450 
www.uspto.gov 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



ATTORNEY DOCKET NO. 



CONFIRMATION NO. 



10/507,437 



01/24/2005 



36528 7590 01/10/2007 

STIENNON & stiennon 
612 W. MAIN ST., SUITE 201 
P.O. BOX 1667 
MADISON, WI 53701-1667 



Juha Maijala 



METSO-24 



6720 



EXAMINER 



PARKER, FREDERICK JOHN 



ART UNIT 



PAPER NUMBER 



1762 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 01/10/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



T 



Application No. 



Applicant(s) 



10/507,437 



MAI JALA ETAL 



Office Action Summary 



Examiner 



Art Unit 



Frederick J. Parker 



1762 



- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 

. A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. . 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply, within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11, 453 O.G. 213. 

Disposition of Claims 

4) [3 Claim(s) 21-35 is/are pending in the application. 

4a) Of the above claim(s) 23.34 and 35 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) ^ Claim(s) 21.22 and 24-33 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) ^ The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
11 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 

Priority under 35 U.S.C. § 119 

12)^ Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)KI All b)D Some * c)D None of: 

1 Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



2a)D 



Responsive to communication(s) filed on 06 November 2006 . 
This action is FINAL. 2b)S This action is non-final. 
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1) [3 Notice of References Cited (PTO-892) 



4) □ Interview Summary (PTO-413) 
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DETAILED ACTION 

Election/Restrictions 

1. Applicant's election without traverse of claims 21 ,22,24-33 in the reply filed on 1 1-6-06 
is acknowledged. 

Priority 

2. Receipt is acknowledged of papers submitted under 35 U.S.C. 1 19(a)-(d), which papers 
have been placed of record in the file. 

Specification 

The following guidelines illustrate the preferred layout for the specification of a utility 
application. These guidelines are suggested for the applicant's use. 

Arrangement of the Specification 

As provided in 37 CFR 1 .77(b), the specification of a utility application should include 
the following sections in order. Each of the lettered items should appear in upper case, without 
underlining or bold type, as a section heading. If no text follows the section heading, the phrase 
"Not Applicable" should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS. 

(c) STATEMENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) THE NAMES OF THE PARTIES TO A JOINT RESEARCH AGREEMENT. 

(e) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMITTED ON A 

COMPACT DISC. 

(f) BACKGROUND OF THE INVENTION. 

(1) Field of the Invention. 

(2) Description of Related Art including information disclosed under 37 CFR 1.97 
and 1.98. 

(g) BRIEF SUMMARY OF THE INVENTION. 

(h) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING(S). 

(i) DETAILED DESCRIPTION OF THE INVENTION. 

0) CLAIM OR CLAIMS (commencing on a separate sheet), 
(k) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet). 
(1) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1.821-1.825. A "Sequence 
Listing" is required on paper if the application discloses a nucleotide or amino 
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acid sequence as defined in 37 CFR 1 .821(a) and if the required "Sequence 
r - Listing" is not submitted as an electronic document on compact disc). 

Claim Rejections - 35 USC §112 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

4. Claims 21,25,28 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. 

- Claims 21,25 are vague and indefinite because the basis of the % (e.g. molar, by wt, by 
vol, etc) is not stated. 

- Claim 28: "first side" on L.3 lacks antecedent basis. 

Claim Rejections - 35 USC § 103 

5. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

6. The factual inquiries set forth in Graham \. John Deere Co., 383 U.S. 1, 148 USPQ 459 
(1966), that are applied for establishing a background for determining obviousness under 35 
U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 
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4. Considering objective evidence present in the application indicating obviousness 
or nonobviousness. 

7. Claims 21,22,24-31 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Williams US 3549403 in view of Fisher US 3521558. 

Williams teaches to electrostatically apply charged resin particles to a continuous paper sheet 
(per claim 24) using an electrostatic field to form a powder coating on the paper surface. The 
powder coated paper is then heated and driven through a nip between two heated rollers 34,36 
("calendaring" per specification page 14, 11-13) to provide a uniformly thick, adherent coating 
on the paper. The coating device includes hopper 18 which feeds dry resin particles past corona 
electrode 24 to create the electrostatic field to convey and distribute it evenly onto sheet 10, prior 
to heat treatment! The speed of the paper ranges from a few ft/min to several thousand ft/min, 
given the guidance of col. 4, 36-43. Thus the web speed range of claim 25 represents 
optimization, the range being encompassed or at least overlapped by that of Williams. Powder 
particle size is not limited, but can be as small as 10 microns or less (col.5, 3-14) per claim 21. 
Powder compositions are not required to contain any inorganic components, nor do those of 
Table I contain them; thus no inorganics of the reference meets the limitation of "less than 40 % 
inorganic additives" of claim 21 . Examples cite resin coverage of 6 pds/100 cu. Ft which 
calculates to approximately 28 gm/ sq. m., with EX. 1 citing a somewhat higher range, but which 
is also within the range of claim 25. The subject matter as a whole would have been obvious to 
one of ordinary skill in the art at the time the invention was made if the overlapping portion of 
the ranges disclosed by the reference were selected because overlapping ranges have been held 
to be a prima facie case of obviousness, see In re Wortheim 191 USPQ 90. Forming an electric 
field by opposing electrodes to deposit powder is not disclosed. 
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Fisher teaches to electrostatically apply particulates to dielectric substrates (encompassing 
paper which is dielectric), one embodiment comprising planar substrate 21 with a conforming 
backing plate electrode 17,36 of positive charge. Powder coating particles are entrained in air 
(elm 30) and launching charge electrodes 33 of negative charge pre-charge particles prior to their 
leaving the dispenser through apertures 28 toward oppositely charged substrate 21. The series of 
electrodes collectively form a field which is maintained "in any suitable manner" to maintain 
"suitable voltage potentials or differentials" (col. 4, 8-29). It would have been apparent that the 
electrodes 33 are corona type electrodes given their description even if not so named by the 
reference. Powder is pre-charged and then dispensed towards the sheet substrate with backing 
electrode 17/36, the latter being opposite in charge to that of the dispensed charged powder. As 
evident from figures 1-2, the sheet substrate is located between the negative powder charging 
electrode and positive backing electrode. Resinous toner with a particle size of 5-10 microns 
("less than 100 microns") is exemplified, wherein toner particles are subsequently heated to 
cause fusion on a surface (col. 7, 67-74). 

Per claims 28-29, while coating a second side of paper is not cited, doing so using the same 
method known to produce a desired coating on the first side would have been an obvious 
variation to produce a desired paper product with a dual-sided coating. 

Both Williams and Fisher apply polymeric particles of similar size to paper by electrostatic 
powder coating to produce powder coated paper which is subsequently heated to cause fusion 
and adhesion. It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify the method of Williams by substituting the electrostatic powder 



Application/Control'Number: 10/507,437 Page 6 

Art Unit: 1762 

applicator disclosed by Fisher in place of the applicator of Williams because of the expectation 
of success given their success in applying similar coatings onto similar paper substrates. 

8. Claims 32-33 are rejected under 35 U.S.C. 103(a) as being unpatentable over Williams 
US 3549403 in view of Fisher US 3521558 and further in view of Liberto. 

Williams and Fisher are cited for the same reasons previously discussed, which are 
incorporated herein. Tribo charging is not cited. However, Liberto teaches the two primary 
methods for electrostatic powder charging of powders are corona charging (electrons transported 
to particles via air ions) and tribo charging (transport of electrons to particles by frictional 
contact) (page 86, para. 5), thus establishing an equivalency between the two methods because 
both are explicitly taught as methods to do the same thing, namely electrostatically charge 
coating powder. Therefore, substitution of a corona charging a powder applicator with a tribo 
charging powder applicator (or vide-versa) would have been an obvious modification because of 
the expectation of producing charged powder particles for forming powder coatings in an 
electrostatic coating method. Hence it would have been obvious to one of ordinary skill in the 
art at the time the invention was made to modify the method of Williams in view of Fisher by 
substituting a tribo charging means for an corona charging means as taught by Liberto because 
both methods are taught to equivalently apply charges to powders in an electrostatic powder 
coating process. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Frederick J. Parker whose telephone number is 571/ 272-1426. 
The examiner can normally be reached on Mon-Thur. 6:15am -3:45pm, and alternate Fridays. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Timothy Meeks can be reached on 571/272-1423. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private PAIR 
system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would 
like assistance from a USPTO Customer Service Representative or access to the automated 
information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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